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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 03 December 2003 and 28 April 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 25 March 2004 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 03 March 2004 . 6) □ Other: . 
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Detailed Action 
Status of Claims 

1. This action is in reply to the application filed on 03 December 2003 and preliminary amendment 
filed on 28 April 2008. 

2. Claim 1 has been amended. 

3. Claims 2-27 have been canceled. 

4. Claim 1 is currently pending and has been examined. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

6. Claim 1 is rejected under 35 U.S.C. 101 based on Supreme Court precedent, and recent Federal 
Circuit decisions, the Office's guidance to examiners is that a § 101 process must (1) be tied to another 
statutory class (such as a particular apparatus) or (2) transform underlying subject matter (such as an 
article or materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. 
Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 
94 U.S. 780,787-88(1876). 

7. An example of a method claim that would not qualify as a statutory process would be a claim that 
recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim should positively 
recite the other statutory class (the thing or product) to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit decision since they are not 
tied to another statutory class and can be preformed without the use of a particular apparatus. Thus, 
claim 1 is non-statutory since they may be preformed within the human mind. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claim 1 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

10. Claim 1 recites the limitation "at least one of:" As written, the limitation is not in the form of a 
method step. For the purpose of examination, examiner assumes that applicant intended the limitation to 
read "performing at least one of:" 

11. Claim 1 rejected under 35 U.S.C. 112, second paragraph, as being indefinite in that it fails to 
point out what is included or excluded by the claim language. This claim is an omnibus type claim. As 
written, it is difficult to ascertain which limitations are grouped under the "at least one of". Does the "at 
least one of" refer to all the limitations that follow? For the purpose of examination, examiner assumes 
that applicant intended at least one of "setting up a survey ..." and "having a respondent respond ..." 

12. Claim 1 rejected under 35 U.S.C. 112, second paragraph, as being incomplete for omitting 
essential steps, such omission amounting to a gap between the steps. See MPEP § 2172.01. The 
omitted steps are: "setting up a survey question by generating a medium with a plurality of markable 
areas for each possible response and pre-marking a random number of said markable areas for each 
said possible response". 

As written, the method includes at least one of the following steps: 

(i) "Setting up a survey question by generating a medium with a plurality of markable areas for each 
possible response and pre-marking a random number of said markable areas and 

(ii) "Having a respondent respond to the survey question by adding a mark to any of remaining non pre- 
marked markable areas ..." 

Step (ii) cannot occur without the completion of step (i); a survey with markable areas must exist (i.e., be 
created) in order to capture any responses. 
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Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure: 

• Agrawal et al. (US-PAT-NO: US 6,546,389 B1, US 6,687,691 B1, US 6,694,303 B1, US 
6,931,403 B1) disclose "A system and method for mining data while preserving a user's privacy 
includes perturbing user-related information at the user's computer and sending the perturbed 
data to a Web site. At the Web site, perturbed data from many users is aggregated, and from the 
distribution of the perturbed data, the distribution of the original data is reconstructed, although 
individual records cannot be reconstructed." 

• Aggarwal et al. (US-PAT-NO: US 7,302,420 B2) discloses "Methods and apparatus for privacy 
preserving data mining using statistical condensing approach" 

14. This Office action has an attached requirement for information under 37 CFR 1.105. A complete 
reply to this Office action must include a complete reply to the attached requirement for information. The 
time period for reply to the attached requirement coincides with the time period for reply to this Office 
action. 
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Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to Doron D. Fields 
whose telephone number is 571.270.3107. The Examiner can normally be reached on Monday-Friday, 
9:30am-5:00pm. If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, BETH VAN DOREN can be reached at 571.272.6737. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov >. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll- 
free). 

Any response to this action should be mailed to: 

Commissioner of Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and Trademark Office 
Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/Doron D Fields/Examiner, Art Unit 3623 
19 June 2008 

/Beth Van Doren/ 

Supervisory Patent Examiner, Art Unit 3623 
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Requirement for Information Under 37 C.F.R. § 1.105 

1. Applicant and the assignee of this application are required under 37 CFR 1.105 to provide the 
following information that the examiner has determined is reasonably necessary to the examination of this 
application. 

2. In response to this requirement, please provide a list of keywords that are particularly helpful in 
locating publications related to the disclosed art of 

• privacy-preserving data mining - perturbing data by means of a random number generator and 
approximating the unperturbed distribution; and 

• surveys - generating a plurality of markable areas for each response and pre-marking a random 
number of the markable areas. 

3. In response to this requirement, please provide the title, citation and copy of each publication that 
any of the applicants relied upon to develop the disclosed subject matter that describes the applicant's 
invention, particularly as to developing 

• privacy-preserving data mining - perturbing data by means of a random number generator and 
approximating the unperturbed distribution; and 

• surveys - generating a plurality of markable areas for each response and pre-marking a random 
number of the markable areas. 

For each publication, please provide a concise explanation of the reliance placed on that publication in 
the development of the disclosed subject matter. 

4. In response to this requirement, please state whether any search of prior art was performed. If a 
search was performed, please state the citation for each prior art collection searched. If any art retrieved 
from the search was considered material to demonstrating the knowledge of a person having ordinary 
skill in the art to the disclosed 

• privacy-preserving data mining - perturbing data by means of a random number generator and 
approximating the unperturbed distribution; and 
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• surveys - generating a plurality of markable areas for each response and pre-marking a random 
number of the markable areas. 
Please provide the citation for each piece of art considered and a copy of the art. 

5. The fee and certification requirements of 37 CFR 1 .97 are waived for those documents submitted 
in reply to this requirement. This waiver extends only to those documents within the scope of this 
requirement under 37 CFR 1.105 that are included in the applicant's first complete communication 
responding to this requirement. Any supplemental replies subsequent to the first communication 
responding to this requirement and any information disclosures beyond the scope of this requirement 
under 37 CFR 1.105 are subject to the fee and certification requirements of 37 CFR 1.97. 

6. The applicant is reminded that the reply to this requirement must be made with candor and good 
faith under 37 CFR 1 .56. Where the applicant does not have or cannot readily obtain an item of required 
information, a statement that the item is unknown or cannot be readily obtained may be accepted as a 
complete reply to the requirement for that item. 

7. This requirement is an attachment of the enclosed Office action. A complete reply to the 
enclosed Office action must include a complete reply to this requirement. The time period for reply to this 
requirement coincides with the time period for reply to the enclosed Office action. 

/Doron D Fields/Examiner, Art Unit 3623 
19 June 2008\ 



/Beth Van Doren/ 

Supervisory Patent Examiner, Art Unit 3623 



